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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-5. 7-10. 15-19 and 21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kitson et al. (4,985,572). Kitson teaches a catalyst composition 
comprising an alloy of (i) at least one noble metal of Group VIII and (ii) at least one 
metal, capable of alloying with the Group VIII noble metal, optionally including a 
support and at least one of the metals of rhenium, tungsten or molybdenum. The 
process is particularly applicable to the hydrogenation of carboxylic acids and their 
anhydrides to produce the corresponding alcohol and/or carboxylic acid ester. The 
teachings of Kitson encompass the instant claims. 

3. Regarding claim 1 and 18. Kitson teaches a hydrogenation process of carboxylic 
acids and their anhydrides of C 2 to Ci 2 . As regards the catalyst composition, the noble 
metals comprise palladium (Pd), platinum (Pt), iridium(lr), rhodium(Rh). Another 
component of the catalyst composition comprises tin(Sn), cobalt (Co), copper (Cu), 
iron(Fe), nickel(Ni) or molybdenum. (col. 2). The composition of the catalyst taught by 
Kitson encompasses the instant claim. 
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4. Regarding claim 2 . As regards the catalyst composition, Kitson teaches the noble 
metals to comprise palladium (Pd), platinum (Pt), iridium(lr), rhodium(Rh) . The same 
components as claimed. 

5. Regarding claims 3 and 15 . Kitson also teaches another element of the catalyst 
to comprise of tungsten (W), tin (Sn), and chronium (Cr). The teaching encompasses 
the claimed elements. 

6. Regarding claims 4 and 16. Kitson teaches " it is preferred to incorporate as 
component (B) at least on of the metals rhenium, tungsten or molybdenum". (Col. 2, line 
60). 

7. Regarding claims 5,17 and 21 . Platinum (Pt) and Tin (Sn) are among the catalyst 
composition that Kitson teaches specifically. (Col. 2) 

8. Regarding claim 7 . Kitson teaches hydrogenation process of gamma 
butyrolactone, one of the hydrogenation results of the claim. 

9. Regarding claim 8. Kitson also teaches a supported catalyst, (col. 2, line 62) 

10. Regarding claim 9. Kitson teaches a composition of 0.1 to 20% by weight as 
noble metal, compared to 0.01 to 30% as claimed, and from 1-10% by weight of 
component (B), comparing to 0.01-50% as claimed. The percent weight of the catalyst 
overlaps therefore anticipated. 

1 1 . Regarding claims 10 and 19. Kitson teaches suitable supports including high 
surface area graphitized (HSAG) carbons, graphites, carbons, silicas/aluminas. Same 
support materials as claimed, therefore anticipated. 
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Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made 

Claims 2-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kitson 
(4,985,572) as applied to claims 1 and 18 above, and further in view of Antons 
(5,731 ,479). Kitson teaches a catalyzed hydrogenation of carboxylic acids and their 
anhydrides, a carboxylic acid derivative, to alcohols and/or esters using a supported 
catalyst composition of at least one or two noble metals, mainly platinum, tin and 
tungsten, however he does not specifically teaches the process for the preparation of 
optically active alcohols by using optically active carboxylic acid, also a carboxylic acid 
derivative. Antons, in the other hand, teaches preparation process of optically active 
alcohols by reducing optically active carboxylic acids with hydrogen in the presence of 
ruthenium catalysts instead. It would have been obvious to one of ordinary skill in the 
art at the time of the invention to use the catalyst composition taught by Kitson to 
reduce unwanted alkanes formation which decreases the selectivity to desirable 
products, with Antons ' teachings of optically active substituted alcohols with 
carboxylic acids and their derivatives. 

Regarding claim 6. Antons teaches optically active acids with stereo-center at a and B 
position (Col 2, line 34-40). 
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Regarding claim 11. Antons teaches alcohols as reducing agent (Col. 2, line 60). 
Regarding claim 12. Antons teaches a pressure range of 50-220 bar. Vs. 100-300 bar 
as claimed(Col.2 line 66) 

Regarding claim 13. Antons teaches a temperature range of 50-150C vs, 30-1 80C as 
claimed. (Col.2, line 66). 

Regarding claim 14 . Kitson teaches a requirement to introduce an acidic function into 
the catalyst to promote "in situ" hydrogenation results, (col. 6, line 20) 



Conclusion 

1 3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US 5,149,680, US 4,777,303,US 6,310,254,US 5,536,879. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to COLETTE NGUYEN whose telephone number is 
(571)270-5831 . The examiner can normally be reached on Monday-Thursday, 10:00- 
4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer Mc Neil can be reached on (571)-272-1540. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/COLETTE NGUYEN/ 
Examiner, Art Unit 4162 



/Jennifer McNeil/ 

Supervisory Patent Examiner, Art Unit 4162 



